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Agenda 

§  What is a Trademark 

§  Compared to Patents/Copyrights 

§  What Can Be Registered 

§  Overview of Registration and Prosecution 

§  What to do if Rejected 

§  Maintaining Registration 

§  How to Register 



What is Trademark? 

§  Trademark à “Brand” à Source Identifier  
–  A trademark is a mark that identifies and distinguishes a specific 

product from others in the marketplace (i.e. trade) 
 

§  Form of Intellectual Property Protection 
–  Commerce Clause 

•  Article 1, Section 8, Clause 3: “To regulate Commerce …”  

–  Lanham Act 

•  Title 15, Chapter 22 of the United States Code 



What Can Be Registered 

§  Name     

§  Word  

§  Phrase  

§  Symbol 

§  Logo 

§  Design 

§  Image  

§  Smell 

§  Sound 

§  Any Combination 

 

§  15 U.S.C. 1127: “…word, name, symbol, or device, 
or any combination thereof...” 



Trademark vs. Patent or Copyright 

§  Patent 
–  Protects: Inventions/Discoveries 

–  Patentable Subject Matter, New, Useful, and Non-Obvious 

§  Trademark 
–  Protects: Brand/Reputation 

–  Identify source of goods/services 

–  Distinguish goods/services from others 

–  Not Function 

§  Copyright 
–  Protects: Original Works of Authorship 

–  Not Inventions/Discoveries 



Limitations 

§  Must be Source Identifier 

§  Must Not be Functional  
–  Functional matter cannot be protected as a trademark 

–  A feature is functional as a matter of law if it is essential to the 
use or purpose of the product or if it affects the cost or quality 
of the device 



Functionality (Statutes) 

§  Prohibited on both Principal and Supplemental Register 

§  No registration even upon acquired distinctiveness 

§  Functionality can be raised in a cancellation proceeding 

§  Functionality is a statutory defense to infringement 



Supreme Court (Qualitex, 1995): Functionality 

§  Trademarks promote competition by protecting reputation 
§  Patents encourage invention by granting a limited monopoly 

§  If functional features could be used as trademarks, the 
monopoly could be extended forever  

§  No functional trademarks even if they become distinctive 



Choosing a Trademark (Distinctiveness) 

ß Less Distinctive More Distinctive à 

Generic Descriptive Suggestive Arbitrary Fanciful 
Carpet 
Cleaning 
Company 

§  Generic: Common name 

§  Descriptive: Describe product, characteristic, or quality 

§  Suggestive: Suggest rather than describe. Require imagination/hindsight  

§  Arbitrary: Existing words unrelated to product 

§  Fanciful: Coined words with no relation to product 



Descriptive vs. Suggestive 

§  Suggestive  
–  Can be registered and protected 

§  Descriptive 
–  No registration without “secondary meaning” 

§  What is Secondary Meaning? 
–  Consumers begin to associate mark with goods/services 

–  Requires repetitive and continuous use 

–  Protection narrower than suggestive, arbitrary, or fanciful mark 



When Can You (not) Register 

You can not register a mark if:  

§  Someone else already registered it 
–  Mark (or confusingly similar) is already registered or pending 

§  Someone else is already using it 
–  Same market for similar goods/services 

§  Can not: 
–  Be immoral, scandalous, or disparaging 

–  Falsely suggest connection to persons, institutions, beliefs, or 
national symbols 

 



How Can You Get a Trademark?  

§  Use the Mark (in commerce) 
–  First to use acquires immediate and automatic common law 

rights 

§  Register the Mark 
–  Federal 

–  State (similar to Common Law rights) 



Common Law Rights vs. Registration 

§  Common Law 
–  Bound by geographic area where product/service is marketed 

–  Protection begins after actual availability for sale 

–  Rights can be lost to someone else who sells first (senior user) 

§  Federal Registration 
–  Valid in entire country 

–  Priority based on application date 

–  “Intent to Use” allows application before actual use 

•  Allows time to develop product/service 



Overview of Registration 

§  Search  
–  Trademark Electronic Search System (TESS) 

§  Check Status of Potentially Conflicting Marks 
–  Trademark Application & Registration Retrieval System (TARR) 

§  Apply 
–  Trademark Electronic Application System (TEAS) 



Overview of (Use Based) Prosecution 

Application Filed Examining Attorney Approval 

Publication 

No Opposition 

Registration 

Declaration of Use 

Renewals 

Office Action 

Opposition 

TTAB 

Abandoned 

Lose Win 

Non-Compliance 

Compliance 



Principal vs. Supplemental Registration 

Two Sections of Federal Trademark Register 

§  Principal: Most marks  

§  Supplemental: Non-distinctive marks capable of 
acquiring distinctiveness (i.e. “secondary meaning”) 
 



Supplemental Registration 

§  Marks registrable:  
–  Marks capable of acquiring distinctiveness 

–  Surnames, geographic terms, non-distinctive 

§  Rights 
–  Right to use ® 

–  Block others from filing for same/confusingly similar mark 

–  No presumption of validity, ownership, or exclusivity 

–  Can not be used to stop importation of counterfeit products 

–  Can not become incontestable 



Why Bother with Supplemental Registration 

§  If certain that PTO will consider mark descriptive 

§  If PTO rejects application for Principal Register 

§  Try again after 5 years 
–  Can not be converted to Principal Registration 

–  If mark acquires distinctiveness, file new application to Principal 
Register 

§  Other Considerations 
–  Not published for opposition 

–  If third party objects, may attempt to cancel after issued 



Maintaining Trademark Registration 

§  Continued Use 
–  Actual Use 

–  Affidavit of Continued Use (5th-6th, 9th-10th, Every 10 Years) 

–  Affidavit of Incontestable Rights (5 Consecutive Years) 

§  Renewals 
–  10 Years 

§  Monitoring 
–  Unauthorized Use  

–  Improper Use 



Proper Use & Genericide 

§  Genericide: Treating mark as product name 
–  Kleenex, Xerox, Escalator, Trampoline, Raisin Bran, Dry Ice, 

Yo-Yo, High Octane, etc.  



Avoiding Genericide 

§  Use TM and ® where appropriate 
§  Distinguish from surrounding text 

–  Quote Marks, Larger font, All Capitals, Distinctive Font, Color 

§  Use Mark followed by Noun 
–  Kleenex tissue, Q-Tip cotton swabs 

§  Never Plural 
–  Two Apples (wrong) vs. Two Apple computers (correct) 

§  Never Possessive 
–  Apple’s quality (wrong) vs. Apple computer’s quality (correct) 

§  Never Verb 
–  Google it (wrong) vs. Search Google (correct) 

§  Watch Spelling 
–  Cocacola (wrong) vs. Coca-Cola (correct) 



Filing An Application 

§  Intent to Use Application 

§  Principal Register 

§  TEAS form 



Initial Application Form 



Principal Register 



TEAS or TEAS Plus 



Can Use Previously Saved Application 



Enter Application Information 



Warning (Phone Number) 



Enter Mark 



Add Goods & Services 



Enter Free-Form Text / Use ID Manual 



Filing Basis: Intent to Use 1(b) 



Complete Remaining Steps   

§  Enter Attorney & Correspondence Information 

§  Pay Fees 

§  Submit/Save File for Later Filing  

§  Receive PTO Generated Image (for Standard 
Characters) 

§  Save/File Receipt 



Thank you! 

Questions/Comments? 


